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A summary of the most common mistakes we have 
seen during our twenty years – and how to avoid them!
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Hello!

We really appreciate that you are reading this! Hope 

you will find it fulfilling. We will start by telling you who 

we are, and why we have decided to write this 

document.

Who are we?

Ports Group is a full service provider for management, 

monitoring and protection of trademarks and domain 

names. We take full legal responsibility and handle the 

entire chain  – from strategic and legal counselling, 

management, hosting and monitoring, to legal 

disputes. We enable global presence through our ability 

to register trademarks and domain names worldwide.

Our clients can be found in all businesses and 

development phases. We help digital brands such as 

Spotify and Mr Green, as well as industrial companies 

such as SSAB, Gunnebo and Lindab. What our clients 

have in common is that they cherish their brands, and 

value having a strategic, long-term partner with 

tailored solutions for  both legal and digital trademark 

protection.

Ports Group has been in business since 1994 and 

currently has over 15 000 clients in over 160 countries.

What is ”The Pitfalls”?

We have been doing strategic and legal counselling, 

as well as managed and monitored trademarks and 

domain names, for over 20 years.

What we have seen during this time is that all 

companies share the same challenge in their digital 

and global presence.

”The Pitfalls” is a summary of the most common 

mistakes made by companies, and how to avoid them!

We have chosen to exemplify these mistakes with 

actual cases, but without disclosing the names of the 

companies involved.

/Fredrik Larson

Head of Marketing

Preface
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Legal and Digital trademark protection
How does that work?

At Ports Group, we exist where the digital world 
meets the legal world. What sets us apart is that 
we have a holistic view of legal and digital 
trademark protection.

During our 20 years in the business, we have 

seen that trademarks and domain names are 
two sides of the same coin, to use an old 
analogy.

To really have exclusive rights to a brand, you 
need to own it legally as well as digitally. It is not 
enough to just have a registered trademark or 
a domain name, you need both.

In short; Your domain name is your digital 
trademark.

It is on that premise that the examples in ”The 
Pitfalls” are based.



4

Our world
The decreasing number of available brands

During our 20 years in the business, the total 
number of domain names and trademarks 
have virtually exploded.

On the trademark side we see the same pattern.

Total number of domain names at 
the turn of 2016/2017:

330 million 
1

Out of which were .COM domain names:

127 million 
1

Increase since the year before

21 million or 6.8% 
1

Total number of trademark applications per class 
in the world 2015:

8,4 million 
2

We believe the reason to be an increase in 
internationalisation and digitalisation, combined 
with a greater awareness in regards to the 
importance of having a protected trademark.

The result is a greater difficulty in creating – and 
getting exclusive rights to – a unique brand.

127 million domain names under .COM alone!

Increase since the year before:

13,7% 
2

1 The Verisign Domain Name Industry Brief - Q4 2016
2 WIPO IP Facts and Figures 2016





The ”Full steam ahead” approach
The problem
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Today, when building a brand, you can not 
afford to not do your homework. During the 
years, we have handled a great many cases 
where entrepreneurs have ”steamed ahead”, 
and thus put themselves in hopeless situations.

The most common mistake is not evaluating the 
”power” of the brand one is considering.

In this situation it is common to forget to ask the 
following basic questions:

”Does my brand meet the requirements for 
being able to register as a trademark?”

”Am I alone in using this brand, or are there 
other identical or confusingly similar brands?”

The more unique and distinguishing your brand 
is, the more the exclusive rights to it adds to the 
value of the company.



It takes two years, when the business is thriving 
and the e-commerce in particular has become 
a huge success, for trademark protection to 
suddenly become a priority. The entrepreneur 
sends his trademark application to PRV (the 
Swedish Patent and Registration Office), and 
after a while he gets the response that 
registering the brand as a trademark sadly is 
not possible. The reason is that the brand is 
descriptive for the business. The entrepreneur 
can thus not get exclusive rights for the brand 
and therefore has no possibility of preventing 
others from profiting on it.
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The entrepreneur starts a company. He might 
have knowledge about other potential users of 
the same name and/or logo, or he or she might 
not. The basic problem is that he or she doesn’t 
care, and instead chooses the ”full steam 
ahead” approach and handle the problems 
if/when they come.

In our example, the entrepreneur chooses a 
brand he thinks is fantastic. He registers the 
wording as a domain name. He is even 
proactive enough to register several domain 
names, including the country-code top level 
domains for Scandinavia.

The ”Full steam ahead” approach
The example
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Do your homework

1. Evaluate the strength of your prospective brand.

2. Identify other potential users of the brand as well as 

confusingly similar wordings.

3. Review the availability of domain names.

4. Do a risk analysis and ”kill your darlings”, dare to 

scrap an idea in order to create a brand with 

better prerequisites. All of your hard work deserves 

something better.

The ”Full steam ahead” approach
The solution
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Many companies has an idea of that ”starting 
small”, with limited investments, is the right way to 
go.

Sadly, this oftentimes results in not investing in the 
trademark protection, legally and/or digitally.

This is commonly associated with the previous 
pitfall.

Today however, this type of small scale thinking is 
not a possibility, in particular when it comes to e-
commerce and other digital activities.

Start small
The problem

In our experience, ”starting small” often results in 
putting oneself in a corner (literally speaking 
since the following example entails not having 
the ability to expand internationally) and one 
doesn't realise it until it’s to late.
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The medium-sized company has an idea about 
a new product. A sub-brand that is going to be 
a vital part of their B2C-line.

A brand is chosen and a trademark application 

is sent to PRV (the Swedish Patent and 
Registration Office). After a while the 
application is approved. The brand is launched 
in Sweden and soon after that export to 
Norway is initiated. However, registering the 
brand as a trademark in Norway is deemed 
“too expensive” and subsequently not carried 
out.

At the same time in Portugal: The Portuguese 
company with a product with the same 
classification gets a hit on their trademark 
watch service. A trademark has been 
registered in Sweden with the same name as 
their main product. The Portuguese company is 
at this point only exporting to Spain and France, 
but is growing steadily.

Realizing the increased threat to the exclusivity, 
they decide to apply for a trademark 
registration that covers all of the European 
Union. To be on the safe side, the also decide 
to apply for a Norwegian trademark 

registration. At the same time, they also register 
a large number of country-code top level 
domains with the same wording as the brand.

Since EUIPO (which handle trademark 
applications for the EU) do not take identical or 
confusingly similar trademark registrations into 
account, they approve the trademark 
application. ”If the Swedish company value 
their trademark, they must object surely?”

By the time the Swedish company’s new 
product is ready for launch, they realise what 
has happened. They have no possibility to sell 
the product in the rest of Europe without 
committing trademark infringement.

Start small
The example
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Think big!

Don’t be greedy. Consider where you want to 

be in five year’s time and act accordingly.

Start small
The solution
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Let’s assume that a company has come so far 

that they have an adequate protection for their 

trademark, both in terms of trademarks and 

domain names. However, they have been 

sloppy when acquiring them.

When a company grows rapidly, temporary 

solutions have a bad habit of becoming 

permanent. The aim has been to create a 

strong protection, but without a strategy for 

long-term management without business critical 

consequences.

Not having control
The problem

It is quite common to register trademarks 

without legal representatives, or registering 

domain names on local agents/resellers due to 

local requirements.

This results in one not owning the rights to one’s 

intellectual property!

This is so common that it is the rule rather than 

an exception.
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A couple of years ago, a company came to us. 
They had established themselves world-wide 
and had offices and agents on every continent. 
Because of their rapid expansion, they didn't 
have the control they should have had.

At this point, they had an agent in a South 
American country, which quickly had become 
their most important market on the entire 
continent. When the collaboration had been 
initiated, the agent had registered our client’s 
brand under the local country-code top level 
domain. This domain had had since been used 
as the agent’s primary email address for over 10 
years of successful work. 

This hadn’t been viewed as a problem, 
especially since the domain name was 

”troublesome” to register due to local 
requirements.

However, after 10 years the contract between 
our client and the agent was broken. Despite 
promises of compensation and even threats of 
legal actions, the agent refused to hand over 
the domain name.

The agent continued to use the domain name, 
both towards existing clients and other parties. 

The country in question does not have an 
”alternative dispute resolution” (where disputes 
regarding domain names can be solved 
”electronically” out of court) so getting control 
of the domain name required an exhaustive 
legal process in court.

After much time, money and energy had been 
spent, the domain name was finally transferred 

to us. The problem could however have been 
avoided altogether, if they had acted 
proactively and gotten control of one’s legal 
assets from the start.

Not having control
The example
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Be proactive and get control

Lack of control is something you don’t know you 

have, until something goes wrong.

Don’t postpone actions that can prevent business 

critical consequences. Because in that case, it will 

probably be too late.

Not having control
The solution
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”This is a job for someone in IT…right?”

It is said that assumption is the mother of all 
mistakes, which in our experience is painfully 
true.

You might have done everything right initially, 
protected relevant trademarks, social media 
accounts, domain names and so on, but 
lacked in the management of them.

When it falls between two stools
The problem

Domain names that have been registered in 
the name of a disgruntled former employee, 
trademarks registered without legal 
representatives on an old address, hosting 
services that are cancelled because of lacking 
knowledge and/or routines regarding who is 
responsible for what.

These are all examples of causes that have led 
to business critical situations, that in some cases 
costed millions for companies that subsequently 
have become our clients.
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The firm has during 25 years grown to become 
one of the most prominent in it’s field. With 
offices in all Scandinavian countries, they are 
now planning opening an office in Germany. 
The total number of employees are 1000.

The firm realised early the importance of having 
an online presence. The got a hold the .COM 
domain to their brand, but also a large number 
of country-code top level domains.

Even the trademarks were fairly structured and 
covered all their primary markets.

During the years, many additions and changes 
had been made in their portfolios, the 
responsibility for domain and trademark 
management had been transferred between 

Marketing, IT, Legal and the CEO.

Taking a holistic management approach had 
not been of the highest priority. ”It works, right?”

For a long time, the email addresses of the firm 
had been under the country-code top level 
domains .SE, .NO, .FI and .DK. However, there had 
always been the aim to transfer all of the 
employee’s email addresses, as well as the 
website, to the .COM domain. Now it was time. 
Once the mail server was set up, the accounts 

created and a plan for migration had been 
formulated the day of migration had finally come.

This is when they discovered that the .COM 
domain hade expired 6 months earlier, and no-
one had noticed. The domain name had 
immediately been registered by a ”domainer” in 
China. Despite the fact that this resulted in a long 
process of cease and desist letters, and finally a 
costly legal dispute, this was a blessing in disguise.

If the migration had been carried out earlier, and 
the domain name had expired afterwards, the 
domainer would have been able to receive all 
incoming emails to the firm until the legal dispute 
had been won.

When it falls between two stools
The example
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Have a policy

• Formulate a policy for all aspects of your digital 

and legal trademark protection. Including but not 

limited to responsibility, markets, how to act when 

entering into a new market or when launching a 
new product, and so on.

• Implement the policy.

• Distribute the information internally, put extra 

emphasis on the fact that domain names are as 

much an IT-issue as they are an issue for Legal and 

Marketing.

• Keep your policy up-to-date.

When it falls between two stools
The solution



The conclusion
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1. Do your homework
Invest time in evaluating the potential and strength of the 

brand, as well as the domain name availability, it’s worth it!

2. Think big from the start
Invest in your protection from the start and avoid having to 

be sorry later.

3. Consolidate
Getting control is going to save you money in the long run.

4. Formulate a policy and stick to it.
Makes everyone’s lives easier.

The conclusion
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